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Brussels, 1} Septe!D.ber 1971

:iJR/GT1/114/71

NOTE li'Ron THE GERnAN 1J2LEGATION

The delegations of '."lorking Party I 1.'?ill find 3.p..n8xed
,.....: comments and proposals by the German delegation on certain

legal questions to be discussed at the 8th meeting of
Working Party I.
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ANNEX

NOTE FROU THE GERr-iL\.N DELEGATIOn-~------_._._--_.__._.-
IN PRE?APui-TION FOR 1:rIE 8TH iiiEETING OF

V/ORKIXG P f_RTY I

A. C(YNVEL~TI()N

I, . The doubts expressed by the United Kingdom dele-
gs.tion (BR/GT T/112/71) on the present wording of
Article 15; paragrs.ph 1; second sentence y could be
resolved by.the following new version:

"In the case of inventions by an employed person,
the right to the European patent shGll be deter-
mined in accordance with the legal principles
governing inventions by an employed person
lU~der the law of the country in which the
employee is primarily.employed."

This version mO.kes it cle2.rat the same time
t:tatthe only consideration in'determinine the right
of the European patent in the case of inventions by an
enployed person is the principle plsce of employment
-ofthe cr:-~I11oyeeat the time of making the invention',

11.1. In Article 16 it ought above all to be made
clear that a final decision by ~ national court on
the right to a European p~tent applies only to those
Contracting Stctes designated in the European appli-
c2.tion i:l which this decision has eith8r been made or
been recognised. It should be clearly st~ted that
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the person entitled to ~pply as Q result of the fir
decision may onl;T file n. new pr-tent application in
respect of those Stf.\tesDnd th2~t the earlier pe.teni
applic2.tion is in this C2~se deeffiedto have been wi i
dr3.wn.on}.y in the case of those States. In the ce.;:

of those Contracting St~tes which belong to the EEC
where the European pGtent has ~ unitQry charQcters

a reser~stion ought however to be mGdes which woulc
make it possible to set-l:.leinst2.nces of conflictin~
decisions by courts of those States in the Conventj
on the Europee..np2~tent for the Common. Market. C

2. ~ccordin.g to the present wording of Article 1(
'sentence 1s this provision should be interlJreted ir
the sense thc:t the perscn entitled to apply, pursu::
to Article 15 p2.re.gr2.ph1 s 2,nd whose right to the
Europec~ p;:tent has been established by'2. final de(
sion, must file a new pptent alJplication if he \'visl
to 2.cquire the right to the European pE.tent. Such
interpretc.tion would l' under variou.s nation,,!.llaws s

unf&irly restrict the opportunities availsble to tl
person entitled to apply as opposed to the p~r~on !
entitled to 2pply. It therefore 2ppears imper~t~'
that the Contracting St~tes should expressly be e£,
owered to provide that the person entitled to appl;
may demsnd that the person not entitled to apply ri
nounce his cl?im to grc~ntof the European patent.
After the final renunci~tion of the cleim to grant
the European p~vtent7 the personenti tIed to apply I

in the Contracting States where the decision has e:
been made or been recognised, take the pls.ce of thl
previous applicant.

30 A person entitled to apply Yl'hois not interes'
in acquiring the Europe2...1'1pz..tentshould also have'
possibility of preventinG the European patent from
granted to the person not entitled to apply.
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4. The following new version of Article 16 is therefore
proposed.

"~_rticle 16

Patent applications by pe'fsons not entitled to apply

(1) If a final decision has been given which re-
cognises that a person referred to in Article 15, paragraph
1, other than the applicant, is entitled to the European
patent, that person may, provided that the European patent
has not yet been granted, file a new application in re-
spect'of the same invention within a period. of three months
following the final decision, for Contracting States
designated in the patent application in which the decis;ion
has been made or been recognised. In so far as the
subject-matter of the new application does n9t go beyond
the description given in the original application, the new
patent application shall be deemed to have been filed on
the date of the.earlier application and shall enjoy the
right of priori ty, where applicable. The. original ap-,
plication for a European patent shall be deemed to be with-~ . -.

dra~n at the tiDe of the new application for the Con-
tracting States design.ated therein in which the decision
has been made or.been recognised, provided that those
States have been designated in the new applica.tion. It
will be rejected fo.r the Contracting States desig:2ated in
the original application for a European patent, in which the'
decision has been made or been recognised, if the person
entitled to apply by virtue of the decision makes a re-
quest to that effect within the period laid down in the
first sentence.

,.,
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(2) The Contracting States may provide that the per
son entitled to apply pursuant to Article 15 paragraph 1
may demyand that the person not e:r:ti tled to apply renounc
his claim to grant of the Europe.:;!:'.patent. If a final
decision has been given which obliges the applicant to r
nounce his claim to the grant of the European patent in
favour of the person entitled to apply pursw:mt to
Article 15 paragraph 1, the person entitled. to apply she.
replace the previous applicant with effect for the State
designated in the patent application in which the de-.
cision has been made or been reco~ised. Article 22,
second and third sentences, and Article 23, paragraph 2(
to 4, shall be applicable.

(3) A group of Contracting States which has made us
of the authority confer-red by Article 8 may make pro-
visions to cover the case of conflicting final decisions
in those States.

III. Article 28a
It is p~oposed to delete the worG..sI:tothe es-

tablishment or assignment of a right in rem". The entry
of the establish~ent or assignment of a right in rem~in
the Register of European Patents would be an additional(
burden on the European Patent Office 0 as so far as the
German delegation can judge, such an entry would,
however, have no effect on the formation or existence of
a right in rem.
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The present wording of Article 40, paragraph 2 does
not make 'it.clear which law shall be applicable if it
cannot be establishedwhetherdauage cause;].by employees
of the European Patent Offi~e has occurred in the European
Patent Office itself or in one of the br(;:mch~sreferred
to in Article 33 paragraph 2. The following wording is
therefore proposed to clarify Article 40, paragraph 2 :

" ••. is. located, provided that the damage is caused
by employees attached to a branch referred to in
Article 33 paragraph 2 ~ in this case, the pro-
visions of the law of the Contracting state in
which such branch is located shall apply."

V. Article 136

1.. The present prov~s~ons of the Convention and of
the Implementing Regulations regarding investigation
are incomplete. There is in particular a lack of "
previsions on the right of refusal of witnesses and
expe:rts and on previous information on the right of
refusal •. In addition, other penal questions are left
open, such as the culpability of giving false evidence
not l'.D.deroath and various other problon:.scOlmectcd
Viith penal proceedings. Nor is the present concept of
the obligatory appearance of witnesses and experts be-
fore the European Patel1t Office satisfactory since,
because of the distances~ which are sometimes con-
sidera?le, bet\~een the countries of residence of the
wi t~esses .and experts and the European Patent Offi~e,
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considerable burdens are placed on third parties who are no:
directly concerned.

Becau.se of the difficultiesindicate<l, a regulation
based on tLe following principles is proposed for study :

(a) In principle, interested parties shall be heard before
t~,eEuropean Patent Office.

(b) Witnesses and experts may demand to be heard by the
jud':.cialauthorities of their COUl1try of residence. A
memcer of the Section of the Europc~~ Patent Office whic
has requested the hearing, with powers to P"J.tquestion£
to the witnesses or experts, may take part in the heari!

(c) Oat!lsshall be administered only by the judicial
authorities of the countrj of residence of the interestl
p2rties, witnesses or experts (at the request of the
E~opean Patent Office).

(d) ThE:European Patent Office may summon witnesses and ex-
perts to appear before the European Patent Office. The
fo:":"owingpoints must, however, be indicated in the
sUIIl!I{J ns :

(aa) ~he possibility covered by (b)
(bt) ~he evidence given before the European Patent Offi,

ID2Y, at the request of the European Patent Office,
required to be given on oath before the civil
judicial authorities of the country of residence~

(cc' a refusal to give evidence b9fore the European Pat
Office nullifies any claim for compensation (Im-
plementing Regulation re Article 136, No. 6) ~

If ~hese principles are adopted, the following provisi
would h~'e to be altered: Article 136, paragraphs 3,4 and
Article ~36 No.3, No.4 (2) (c), No.5 and No.6 of the 1m
pleme~~i~g Regulations.
BR/GT l./114e/71 (Annex) ght/STA/pmg ... /.- ..
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2. AT-ticle '136 paragrG,ph 1:

Together with the United Kingdom delegation~ we are
of the o:pinion that the European Patent Cffice should b8
empowered also to take evicence ex.offi8io~ It should
mOY80Ver be made clear that the list of rr.ep.nsof' evidence
in paragraph 1 is not exhaustive. Furthermore it seems
expedient to give a clearer wording to paragraph 1 (a)
by st~essing that evidence is fu+ni~hed not by the
.?:£r~ra1~~~but by the examin.ation of the parties" Finally,
it would be useful to extend the list of means of evidence,
by ac.ding to it the acceptence of a sviorn statement, since
this is a commonly used means of evidence.

The following new wording of paragraph 1 is proposed :

11(1) In any proceedings before the European Patent
Office the following means of evidence a;re in particular
aililii::.:; s ibloe

(a) the exami:..'1.ationof the parties
(b) to (e) as before,
(f) the p::,esentationof a sworn statement.".

~
Acco:-ci::.:gto Article 145, No. 5 paracx'aph 2 of tb.o Inplementibg

Reg~lations, the parties may' invoke neither the omission of noti-:
fication nor an;y errors contained' thereino This ~rovision, is
Uc'12..cceptableto t~e German delegation on cO:::lstitutional grounds Co

Apart from constitutional considerations, the principle of

BE~/GT I/114 e/71 (Annex) ico/BS/bp
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equality of opportunity will, in the Gel"'IIl8.nview ,also be
prejudiced, since the majority of decisions of the European
Patent Office are provided with the notification of the
possibil,ity of a;p;p..?al~; thus: one section 0f the appJicants
can uphold their rights in good tbTIe en the groundc of the
noti::ication, while t~hi3possibility y,'illbe denied a few
applic8-'1tsfor lack of sufficient notification" In order
not to place the parties concerned at a greater disadv:.mtage
than all other recipients of decisions of the European
Patent Office, it appears to the Germ8-~ delegation imperativ
either to proY-ide for a s8-~ction in Article 145 Noo 5
pa.ragraph 2 of the implementing regulations or to extend th€
field of application of Article 142~(

It is proposed to insert the following paI'agraph 1 (a)
in Article 142 after paragraph 1 :

,,(1)(a) A case of force maj eure also exists if a
decision of the European Patent Office? against which an
appeal is aili~issible,contains no notification of the
possibility of appeal or an erroneous notification th.;;reofQ'

VIIo Article 167

Paragraph 2 of this provision affi2~s the compet~nc~
of the International Court of Justice in differc.n~'0s fallin;:
under paragraph 1. The decisions of the 'Intel~a:~o~al Coul,

/'of Justice would not howeve::cbe binding foy tb(;2'::e0c:r:-al
republic of Germany, since' as a non-membsl' St5.te vi t.i::e
United Nations, Article 94 (1) of the United Natio~8Charte:
does n0t apply to it.

•• " . .- '. ., . .:.

.It is t~~r~forc ..proposed t.od:::9-ftparagrap~ 2 as ~:?~lo'

n. c. bc'brought before- the In-tcrnational Court of Just
by application.in conformi t..,r. Vii th the Statute of the

." .. ."... "
Court, for a bindin.q deci.sion,,"

BR/G~ 1/114 e/71 (Annex) ico/BS/bp oco/
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B. I~PIEfENTING REGUh~TIONS:

I. Re ..Article 136 No .•'6:

Paragraph 3 could be interpreted. as being a limit-
ation on paragraphs 1 and 2. It is therefore proposed
to replace the word "condi tionst1 by Hdetailsll in
paragraph 3.

II~ Reo Article 145 No~ 2:

It appears advisable to provide in paragraph 1
that the results of an inspection should also be taken
into consideration. This could be done by adding in
paragraph 1 aft er 'the words "or parties" the words
I1together with the results of inspection".

III. Rp.~)~ticJe 145 No~ 7: ;.'.-

1. :0, It is suggested that' provision be !!ladefor 2, Ehort-
term interruption of proceedings also in the event
of the death of the professional representative, at
least in the case of compulsory representation, in
order to 'avoid time limits expiring before the
2.pplicant for or proprietor of a patent is able to
;:;1&1>:3 legal representation of "his interests.

2. It is furthernore suggested to exanune the
r..ecessityof the worcls "or of other judicial pro-
ceedings being, opened for the p1.'.rposeof satisfy-
ing all the holders of debt claims on his estate"

BR/GT 11114 e/71 ()lGfEX) ico/BS/sap .a.I .••
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in paraGraph 1 (b). According to German law no
other such judicial proceed..ingsexist apart from
bankruptcy proceedin~s. At the same time, in
paragraph (2) the words "or other judicia'1" sho'J.l
be deleted.

IV. Re. Article 145 No.9:

With a view to enabling the European Patent
Office to rationalise proceedings extensively, it
appears necessary to waive the reCiuirement of signat
of the responsible official. Within the Patent
Office each notice will be signed by .the responsibl~
official~ It should suffice that the recipient be(
able to recognise an official letter or co~~unicatio
from the European Patent Office en the basis of the
letter-head or form and the indica.cion of the respon
ible official's name. It is therefore proposed to
delete the '.7orcls"to be signed by andl1 in the first
sentence, and the words "si@lature EX.l.d'; in the secon
sentence.

V~ Re. Article 145 No. 10:

1. The provisions relating to lapse are ~ncpm-
plete. For example, rules are lacking with
regard to its effect (the right to refuse to pa7)1.
fees on the grounds of opposition or of the
expiry of the claim?) and to the delaying of the
lapse (for example through a hinc.rance of the
judicial proceedings by force majeure)~ Settle-
ment of the questions still remaining open is
necessary since a supplementary reference to the
general principles existing in the Contracting S-1
with __rcgard to lapse .has ni.)tbepn possible until

BR/GT 1/114 e/71 (ANNEX) ico/BS/sap ... /e ..
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Article 145 only applies to the reference to
general principles, while the provisions relating
to lc~pse, iIlthe German view, relate to substantive
lav,'. It vvould be expedient however if the
questions of lapse still rEmaining open are not
settled in detail in the Conventio~ or in the
Implementing Regulations& It should suffice to
state that Article 145 is correspondingly applicable.

2, The 6-year period of lapse is too short in
respect of claims introduced, particularly when the
proof of debt .has been obtained shortly before the
expiry of the 6-year time-limit.

3. It is therefore proposed to redraft paragraph 3
e.nda nevI IJaragraph 4 as follows:

"(j) The period of lapse shall be suspended in
the case covered by paragraph 1 by a request for pay-

:'ment of the fee and in the case covered by paragraph
2 by a reasoned claim in va-iting or by an action.
After the suspension it shall begin again 2.no.shall
end at the latest six years after the end of the
year in which it originally began, unless the right
has been recognised as valid judicially; in this
case the lapse shall end one year after the ent~y

,. .into legal force of the jUdgemen.t;;
(4) Article 145 is correspondingly applicable."

4. It vall, noreover, still have to be examined
whether the provisions relating to lapse should
remain in the ImplGmenting Regulations or whether
they Sllould.be transferred to 'i;heConvention.

BR/GT 1/114 e/71 (lJ'Thl"EX) ico/BS/sap.
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