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INT*R-COVERMITENTAL CONCERENCE Brussels, 13 September 1971
’CR THE SETTING UP OF , .
A CURCTEAN. CYSTEH DR/GT I/114/T1
FOR THE GRANT Of PATENTS

- Secretariat -

NOTE FRO! THE CFRIAN DELEGATION

The delegations of Working Party I will find annsxed
comments and proposals by the German delegation on certain
legel questions to be discussed at the 8th meeting of
Working Party I. : :
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 FOTE FROH THE GERMAN DELEGATION
IF PREPARATION FOR THE 8TH WEETING OF
VICRKING PARTY I

“A. CONVENTIOH

1.

1I.

BR/GT

.1°

The doubts expressed by the United Kingdom dele-
getion (BR/GT I/112/71) on the present wording of
Article 15, paragrsph 1, second sentence, could be
resolved by.the following new version:

"In the case of inventions'by an employed person,
the right to the European patent shza1ll be deter-
mined in accordance with the legal principles
governing inventions by an empioyed-person
under the law of the country in which the

employee is primarily employed."

This version mokes it clear at the same time
that the only consideration in determining the right

of the European patent in the case of inventions by an

enployed person is the principle plaée of employment
of the employee at the time of meking the invention.

In 4rticle 16 it ought above 211 to be made
clear that a final decision by & netional court on
the right to = European patent applies only to those
Contracting States designated in the Turopean appli—f
cztion in which this decision has either been made or
been recognised. I+ should be clearly stated that
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the person entitled to cpply as o result of the fir
decision may only file 2 new pctent application in
respect of those States and that the earlier pstent
egpplication is in this cese deemed to have been wit
dravn only in the case of those Stztes. In the csas
of those Contracting Stetes which belong to the EE(
where the European patent has a unitary character,
2 reservetion ought however td bé'made, which would
make 1t possible to settle instances of conflicting
decisions by courts of those Stztes in the Convent:
on the European patent for the Common Market. (

2. ~ccording to the present wording of Article 1!
‘'sentence 1, this provision should be interpreted iz
the sense thot the perccn entitled to apply, pursu:
to Article 15 pzrzgraph 1, and whose right to the
Buropesn prtent has been esiablished by = final de
sion, must file a new petent epplication if he wisl
to acquire the right to the European pstent. Such
interpretation would, under various national laws,
vnfairly restrict the opportunities availzble o0 t)
pefson entitled to =2pply as opposed to the person 1
entitled to apply. It therefore appears impéfati
that the Contracting States should expressly be e&;
owered to prévide that the person entitled to appl;
mey demand that the person not entitled to apply r
nounce his claim to grant of the European patent.
After the final renunciction of the cleim to grant
the European patent, the person entitled to apply
in the Contracting States where the decision has e
been made or been recognised, take the plsce of th
previous applicant. '

3. £ person entitled to apply who is not interes
in acquiring the Buropezn pztent should also have
possibility of preventing the.Eufopean petent from
granted to the person not entitled to =zpply.
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4. The follow1n0 new version of Article 16 is therefore
, proyoaed

"prticle 16

Patent applications by persons not entitled to apply

_ (1) If a final decision has been given which re-
cognises that a person referred to in Article 15, paragraph
1, other than the spplicant, is entitled to the Luropean
patent, that person may, provided that the European patent

B has not yet been granted, file a new application in re-
 spect of the same invention within a period of three months
following the final decision, for Contracting States
de51gnated in the patent application in which the decision
has been made or been recognised., In so far as the
subject-matter of the new appl;catien does not go'beyond

' the description given in the original application, the new
patent'application shall be deemed %o have been filed on
the date of the earlier application and shall enjoy the
right of priority, where’applicable. The original ap- -
plication for a European pateﬁt‘shall be deemed to be with-
drawn at the tiﬁe of the new application for the Con-
tracting States designated therein in which the decision
has been made or been fecogniéed, provided that those
States have beenfdesignated in the new application. It
“will be rejected for the Contracting States designated in
the ofiginal application for a Furopean patent, in which the’
decision has been made or been recognised, ifﬁthe person
entitled o epply by virtue of the decision makes a re-
quest 10 that effect within the period laid down in the
first sentence. |
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(2) The Contracting States may provide that the per
son entitled to apply pursuant to Article 15 paragraph 1
mzy demand that the person not entitled to apply renounc
his cilaim to grant of the Euwropecr patent., If a final
decision has been given which obliges the applicant to r
nounce his claim to the grant of the European patent in
favour of the person entitled to‘apply pursvant to
Article 15 paragraph 1, the person entitled to apply sha
rerlace the previous applicant with effect for the State
designated in the patent application in which the de-
cision has been made or been recognised. Article 22, 1
second and third sentences, and Article 23, paragraph 2(
to 4, shall be applicable.

(3) A group of Contracting States which has made us
of the authority conferred by Article 8 may make pro-

visions to cover the case of conflicting firnal decisions
"in those States,.

III. Article 28a

It is proposed to delete the words '"to the es-
teblishment or assignment of a right in rem". The entry
of the establishment or assigmnment of a right in rem*in
the Register of European Patents would be an additicnal(
burden on the European Patent Office - ag so far as the
German delegation can judge, such an entry would,

~

hoWéver,_have no effect on the formation or existence of
a2 right in rem.
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IV. Article 40

- The present wording of Article 40, paragraph 2 does
not make it.clear which law shall be applicable if it
cannot be established whether. damage caused by employees
of +he European Patent Office has occurred in the European
Patent Office itself or in one of the branches referred
to in Article 33 paragraph 2. The following wording is
therefore proposed to clarify Article 40, paragraph 2 :

S - v,..is located, provided that the damage is caused

‘ ' by employees attached to a branch referred to in'
Article 33 paragraph 2 : in this casé, the pro-
visions of the law of the Contracting State in
which such branch is located shall apply."

V. Article 136

1. The present provisions of the Conventlon and of
the Implementing Regulaticns regardlng 1nvest1gatlon
are incomplete. There is in particular a lack of
previsions on the right of refusal of witnesses and
experts and on previous information on the right of

o refusal. - In addition, other penal questions are lef?
open, such as tkhe culpability of giving false evidence
not under oath and various other probleoms connected

‘withlnenél proceedings. Nor is the present concept of
the obllgatory appearance of witnesses and experts be-
fore the EurOpean Patent Office satﬂsfactory since,
_because of the distances, which are sometimes con-
sideréble, be*ween the countries of residence of the
witresses and experts and the European Patent Office,
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considerable burdens are placed on third parties who are no-
directly concerned.

Because of the difficulties indicated, a regulation
based on tlie following principles is proposed for study :

(a) In principle, interested parties shall be heard before
the Europzan Patent Office.

(b) Witnesses and experts may demand to be heard by the
judicial authorities of their country of residence. A
memter of the Section of the Buropean Patent Office whic
has :équested the hearing, with powers to put questionﬁ
~to the witnesses or experts, may take part in the heari

(c) Oaths shall be administered only by the judicial
authorities of the country of residence of the interest
parties, witnesses or experts (at the request of the
Euwropean Patent Office).

(a) The European Patent Office'may summon witnesses and ex-
| peris to appear before the European Patent Office. The
following points must, however, be indicated in the

SURMIANS : - o s

(aa) ithe possibility covered by (b)

(bt) she evidence given before the European Patent 0ffi
ney, at the request of the European Patent Office,
reguired to be given on cath before the civil
judicial authorities of the country of residence:

(cc' a refusal to give evidence before the European_Pat
Office nullifies any claim for compensation (Im-
plementing Regulation re Article 136, No. 6) :

If “hese principles are adopted, the follewing provisi
would heare to be altered : Article 136, paragraphs 3,4 and
Article ‘36 No. 3, No. 4 (2) (c), No. 5 and No. 6 of the Im
plementing'Regulations. ‘
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2. Article 136 paragreph 1:

Together with the United Kingdom delegation, we are
of the opinion that the European Patent Gffice should be
empowered also to take evidence ex officio, It should

‘morzover be made clear that the list of mesns of evidence
in para**anh 1 is not exhaustive. Furthermore 1t seems
-expedlent o glve a clearer woerding to ?aragraph 1 (a)

by stressing that evidence is furniched not by the

gppesrance but by the examination of the parties. Pinally,
1u,would.be'useful to extend the list of means of evidence,
by acding to it the acceptance of a sworn statement; since
~this is a commonly used means of evidence..

he following new wording of paragraph 1 is proposed :

"(1) In any proceedings before the European Patent
- 0ffice the following'means of evidence are in particular
admissible : '

(2) the examination of the parties -
(b) to (e) as hefore,

(f) the presentation of a sworn statement. "

T Article”142

. i

N .

Azc o*cﬂng to Article 145, No. 5 paragrarh 2 of +ha Iﬂplementlng
Rpealat;ons, the parties may invoke neither the omission of not;~ﬁ
fication nor any errors contained "therein., This nrovision is
unscceptable to the German delegation on constitutional grounds¢ 
Apart from constitutional con31de*at10ns, the prin 01p1e of
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equality of opportunity will, in the German view, also be
prejudiced, since the majority of decisions of the European
Patent Office are provided with the notification of the

~ possibility of appeal.; thus, one secticn of the applicants

VIiI.

can uphold their rights in good time cn the grounds of the
noblchatlon, while this possibility will be denied a few
applicants for lack of sufficient notification., In order
not to place the parties concerned at a greater disadvaniage

+than all other recipients of decisions of the Europezan

Patent Office, it appears to the German delegation imperaiiv
either to provide for a sanction in Article 145 No, 5

paragfaph 2 of the implementing regulations or to extend the
field of application of Article 142, ' (

It is proposed to insert the following paragraph 1 (a)
in Article 142 after perzgraph 1 :

"(1)(a) A case of force majeure also exists if a
decision of the European Patent Office, against which an
appeal is admissible, contains no notification of the
possibility of appeal or an erroneous notification thereof!

Article 167

Paragraph 2 of this provision affldms the competence .
of the Internationzl Court of Justice in differcnres fallln;
under paragraph 1. The decisions of the Internaiiocunal Couru
of Justice would not however be binding for ﬁgn Federal
Pepublic of Germany, since as a non-membe: State of tiwe
United Nations, Article 94 (1) of the United Naticas Charte:
does nat apply to ite.

It is thqrg?ofe:proposed to‘drqfﬁ.paragraph 2 as follo

"ees bc brought vefore the Tnfernational Court of Just
by appllcatlon 1n conformity with the Statute of the
Court, for a b_nd*nv decisiona."
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B, IWPIEM=NTING REGULATIONS:

I. Re. Article 136 No. 6:

Paragraph 3 could be interpreted as being a limit-
ation on paragraphs 1 and 2. It is therefore proposed
to replace the word "conditions” by "details™ in
paragraph 3. '

IT. Re. Article 145 Wo. 2:

It appears‘advisable to provide in paragraph 1
" that the results of an inspection should also be taken
into consideration. This could be done by adding in
. : paragraph 1 after the words "or parties" the words
| "together with the'results of inspection".

IiI._Rea Article 145 Noo. 7Tt

Te . It is suggested that provision be made for e short-
term interruption of proceedings also in the event
of the death of the professional representative, av
least in the case of compulsory representation, in
order to avoid time limits expiring before the
applicant for or proprietor of a patent is able to
Zcke legal representation of his interests. |

20 It is furthermore suggested to examine the
recessity of the words "or of other judicial pro-
ceédings béing_opened for the purpose of satisfy-
ing all the holders of debt claims on his estate”
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in paregraph 1 (b). According %o German law no
other such judicial proceedings exist apart from
bankruptcy proceedings. At the same time, in
paregraph (2) the words "or other judicial" shoul
be deleted.

IV. Re. Article 145 No. 93

With a view to enabling the European Patent
Office to rationalise proceedings extensively, it
appears necessary to walve the requirement of signat
of the responsible official, Within the Patent
Office each notice will be signed by the responsible
official, It should suffice that the recipient be
able to recognise an cfficial letter or communicatic
from the European Patent Oifice onx the basis of the
letter-head or form and the indication of the resporn
ible official's name. It is therefore proposed to
delete the words "to be signed by and" in the first
sentence, and the words "signature end" in the secor
sentence.

V. Re. Article 145 No. 10:

Te The provisions relating to lapse are incom-
plete. For example, rules are lacking with
regard to its effect (the right to refuse to pa§“
fees on the grounds of opposition or of the
expiry of the claim?) and to the delaying of the
lapse (for example through a hindérance of the
judicial proceedings by force majeure). Settle-
ment of the questions still remaining_open is
necessary since a supplementary reference to the
general principles existing in the Contracting §
with _regard to lapSe:has nst been possible until
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Article 145 only applies to the reference %o
general principles, while the provisions relating
to lupse, in the German view, relave to substantive
1aw. It would be expedient however if the
questions of lapse still remaining open are not
settled in detall in the Convention or in the
Implementing Regulations. It should suffice to .

state that Article 145 is correspondingly applicable.

2, '~ The 6-year period of lapse is too short in
respect of claims introduced, particularly when the
proof of debt has been obtained shortly before the
expiry of the 6-year time-limit.

3e It is therefore proposed to redraft paragraph 3
end a new paragraph 4 as follows: '

"(3) The period of lapse shall be suspeﬁded in
the case covered by paragraph 1 by a request for pay-
ment of the fee and in the case covered by paragrarph |
2 by a reasoned clainm in writing or by an action.
After the suspension it shall begin again end shall
end at the latest six years after the end of the
year in which it originally began, unless the right
has been recognised as valid judicially; in this |
case the lapse shall end one year after the entry _

i ‘into legal force of the judgementy; . o

i

(4) Article 145 is correspondingly appliceble,"

4, It will, nmoreover, still have to be examined
whether the provisions relating to lapse should '
remnain in the Implementing Regulations or whetherf
they should be transferred to the Conventiona
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